Remarks 

Appellant has amended the claims to more accurately define Applicant's 
invention. More specifically Applicant has cancelled Claims 1, 4, 14-19 and added new 
Claims 20-25. No additional claim fee is requires. In addition, Applicant elects Species 
A, Figures 1, 2 and 4 with traverse. Figure 3 shows the apparatus of Figure 1, 2 and 4 
used on a portable container that is canteen. The embodiment of Figure 3 should be 
included with Figures 1 , 2 and 4 particularly in view of the dependency of claim 1 1 on 
claim 20. 

Applicant's invention is directed to an apparatus for cooling a liquid in a 
portable container. The portable container has a body for holding the liquid and an 
opening for removing the liquid from the container. The apparatus of the present 
invention comprises a housing having a top end and a bottom end where the bottom end 
is adapted to be removably secured to the opening in the portable container. In the 
housing there is a receptacle containing a compressed gas and a valve means for 
releasing the compressed gas. The receptacle has an exterior surface that has a first 
temperature prior to a release of compressed gas through the valve and a second lower 
temperature after release of compressed gas. The exterior surface of the receptacle cools 
the liquid in the portable container as a user drinks the liquid flows because the liquid 
flows between the housing and the exterior surface of the receptacle. 

There are substantial differences between the claimed invention and the 
disclosure in Solhkhah's U.S. Patent No. 3,525,236. First, in the current invention, a 
cooling device is removably attached externally to the opening in a portable container. 
The apparatus disclosed in the '236 is not external to the recepacle holding the beverage. 
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Solhkhah specifically describes the location of a cooling device as being inside the 
container and there is no suggestion that the cooling device be outside the container. The 
device of U.S. Patent No. 3,525,236 cools the entire compartment that contains the 
liquid. The user must therefore drink the entire contents at one time to take advantage of 
that patent's cooling features. The current invention, on the other hand, employs a 
removable, external attachment of a cooling device which cools only the portion of a 
liquid that flows through such device from a portable container thus providing a cooling 
effect, not to an entire contents of a portable container, but only to an amount of a liquid 
to be consumed. Thus the user can have multiple drinks of cooled liquid over a period of 
time. 

There is a need, particularly for canteens, to provide cooled water at 
different times. Thus, to cool entire supply of a liquid in a container as taught by the 
Solhkhah '236 patent may be wasteful of compressed gas. In addition, it is unlikely that 
the whole content of a portable container would be consumed at once. When the user 
later seeks a cool drink, the '236 patent does not permit that to happen, and the 
unconsumed liquid would eventually revert to a warmer temperature. In the '236 patent 
the supply of compressed gas would be exhausted after the initial release, and there is no 
ability to cool later drinks using the teachings of the patent. Another disadvantage of the 
'236 patent is the internal location of the cooling device. This location is crucial to the 
purpose and intent of the '236 patent's cooling mechanism and to move it would defeat 
the purpose of the Patent No. 3,525,236 which is to provide a portable cooling device that 
cools an entire container. The current invention permits more smaller consumption of 
the compressed gas in an initial release. In addition, the current invention may be 
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equipped with conventional spray release valve where a gas may be released from a can 
by pressing or moving a push-button. Such valve permits repeated releases of the 
compressed gas that U.S. Patent No. 3,525,236 does not. Second, in order to cool only 
the portion of the liquid to be consumed, the smaller amount gas would be necessary to 
be released rather then to cool the entire liquid supply. Thus, under the current invention 
the supply of compressed gas would last much longer then under embodiment employed 
in Patent No. 3,525,236. 

Another advantage of the present invention over the prior art is that the 
current invention provides easy replacement of the cooling device in case a compressed 
gas receptacle is exhausted. The present invention simply requires removing a can with 
consumed gas and substituting it with a new one. This simple manipulation would not 
affect the remaining supply of drinking liquid in the attached portable container and 
consumption of such liquid may be resumed as soon as a cooling device is replaced. 
However, the invention embodied in Patent No. 3,525,236 does not provide such 
convenience. As soon as a gas contained in the compression camera is consumed, the 
remaining liquid would not be cooled off anymore because of the inability to replace the 
cooling device. In such case, liquid in a container would not be cold anymore and such 
absence of a gas would defeat the purpose of that invention. For that reason, the current 
invention provides substantially efficient consumption of drinking liquid and cooling 
feature of the device, essential characteristics of such cooler. 

The other references cited by the Examiner, namely U.S. Patent Nos. 5,065,879 to 
King, 6,039,207 to Adamek, and 6,318,453 to Ovshinsky do not overcome the 
deficiencies of the '236 patent discussed above. 
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For the reasons stated above, applicant requests reconsideration and allowance of 


the present application. 


Respectfully submitted, 


Thomas A. O'Rourke 

Reg. No.: 27,665 

BODNER & O'ROURKE, L.L.P. 

425 Broadhollow Road 

Melville, New York 11747 

(631)249-7500 
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mail, postage prepaid, in an envelope addressed to the Hon. Commissioner of Patents, 


Alexandria, VA 22313, this 23th day of December, 2004. 



Thomas A. O'Rourke 
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DETAILED ACTION 


Election/Restrictions 


This application contains claims directed to the following patentably distinct 
species of the claimed invention: 
Species A: Fig. 1-2 and 4; 
Species B: Fig. 3 and 
Species C: Fig. 5. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, none of the claim is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with Thomas A. O'Rourke on 09/24/04 a 
provisional election was made without traverse to prosecute the invention of SPECIES 
A, claim1-0 and 13. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 11-12 and 14-19 are withdrawn from further consideration by 
the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 6-7, 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Solhkhah (3,525,236). Solhkhah discloses a portable self cooling device for cooling a 
liquid in a portable containeMO comprising a housing/cylinder housing 20, the housing 
20 having a top end with opening 48 and a bottom end/surface 42 adapted to attach to 
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the portable container 1 0, a can 1 8 of compressed gas within the housing 20, the can 
having a release valve/removable tap 49 to expel the compressed gas; and a heat 
exchanger/radiator means 45 around an exterior surface of the can 18, the heat 
exchanger 45 adapted to absorb heat from a warm liquid. See Fig. 2, 3 and column 4, 
lines 2-14. The numeral 18 in Fig. 3 defines as an expansion valve forming at the 
opening 48 when tap 49 is removed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 3, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Solhkhah. Solhkhah discloses the invention substantially as claimed as stated 
above. However, Solhkhah does not disclose a bevel opening, a copper heat exchanger 
and an open container. Solhkhah discloses an opening 50 for pouring beverages or any 
liquids for serving the same purpose of the claimed invention, radiator 45 or fins 46 
constructed of a metallic material having superior heat conduction properties such as 
aluminum obviously indicating the material can be copper too and the container 1 1 may 
be kept open by removing or without providing closure 52 and it will still serve the same 
purpose of the claimed invention. Therefore, choosing bevel shape opening pouring and 
drinking liquid, copper or aluminum heat exchanger, open or closed container is an 
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obvious choice of the individual skilled in the art since there is no criticality or 
unexpected result from it. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Solhkhah 
in view of King (5,065,879). Solhkhah discloses the invention substantially as claimed 
as stated above. However, Solhkhah does not disclose a threaded housing. King 
teaches the use of a threaded housing with bottom threads 25 with a beverage 
container 1 for the purpose of fixing the base 5 with other support or device. See Fig. 1 . 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the portable cooling device of Solhkhah in view of 
King such that a threaded housing could be provided in order to fix the base with some 
device. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Solhkhah 
in view of Adamek (6,039,207). Solhkhah discloses the invention substantially as 
claimed as stated above. However, Solhkhah does not disclose a rubber housing. 
Adamek teaches the use of a rubber housing 4 for a beverage container 12 for the 
purpose of holding a can/container. See Fig. 1 and 2. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the portable cooling device of Solhkhah in view of Adamek such that a rubber 
housing could be provided in order to hold a can/container. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Solhkhah 
in view of Ovshinsky et al., (6,318,453). Solhkhah discloses the invention substantially 
as claimed as stated above. However, Solhkhah does not disclose a porous mesh. 
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Ovshinsky et al., teach the use of a porous mesh in a cooled storage system for the 
purpose of cooling hydrogen gas. See Fig. 2 and claim 12. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the portable cooling device of Solhkhah in view of Ovshinsky et al., such that 
a porous mesh could be provided in order to cool the liquid. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mohammad Ali whose telephone number is 703-308- 
5032. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Esquivel Denise can be reached on 703-308-2597. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Mohammad' m. Ali 
September 24, 2004 
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